United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/5X5. 1 W 



08/08/2006 



23859 7590 06/11/2009 

Ballard Spahr Andrews & Ingersoll, LLP 
SUITE 1000 

999 PEACHTREE STREET 
ATLANTA, GA 30309-3915 



04150.0028U1 



TESKTN, FRED M 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/585,199 


Applicant(s) 
KALLIO ET AL. 


Examiner 

Fred M. Teskin 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Detailed Action 

This Office action is responsive to the reply of 05 February 2009. The objection 
and Section 112 rejection set forth in the previous Office action have been obviated by 
appropriate amendments to the Specification and claims. Claims 1-15 remain pending 
and under examination herein. 



The previously indicated allowability of claims 14 and 15 is withdrawn in view of 
the newly discovered prior art to Erhman et al and Huovinen et al. Rejections based on 
the new references follow. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/585,199 Page 3 

Art Unit: 1796 

Claim 14 is rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Ehrman et al (US 2004/0044153). 

Claimed invention is a method of preventing metallocene catalyst deactivation in 
ethylene polymerization comprising using at least two feed streams, wherein a first 
stream comprises a metallocence catalyst and is free of hydrogen and a second stream 
comprises hydrogen and is free of metallocene catalyst to thereby prevent metallocene 
catalyst deactivation in ethylene polymerization. 

Ehrman et al have disclosed a method of polymerizing ethylene in a gas phase, 
fluidized bed reactor, the method comprising the use of multiple feed streams, including 
gaseous feed streams of ethylene and hydrogen introduced below the reactor bed into a 
recycle gas line, along with direct injection of a supported metallocene catalyst into the 
fluidized bed using purified nitrogen (see paragraphs [0325]-[0326], [0334] and 
Examples 1-2). In the disclosed examples, the catalyst and hydrogen were introduced 
to the reactor via separate feeds; therefore, the respective feeds are considered to meet 
the claim limitations as to being free of hydrogen and of metallocence catalyst. Thus, 
Ehrman et al teach the same manipulative steps as claimed, albeit without recognizing 
prevention of metallocene deactivation. This result, however, is reasonably presumed 
to inevitably flow from practice of the procedurally identical method disclosed. In view of 
the identity in method steps, there is a plausible basis for finding that the reference 
method falls within the scope of claim 14. In other words, the subject matter of claim 14 
is inherently described by Ehrman et al. It follows that there is sufficient evidence in the 
record to justify shifting the burden to applicants to demonstrate that the method 
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disclosed by Ehrman et al does not inherently anticipate the subject matter of claim 14. 
Cf. In re Spada, 15 USPQ2d 1655 (Fed. Cir. 1990) 

Claim 15 is rejected under 35 U.S.C. 102(b) as being anticipated by Huovinen et 
al (WO 99/16797). 

Claimed invention is a slurry polymerization reactor having a polymer slurry 
outlet, catalyst feed inlet and hydrogen feed inlet, said slurry outlet having a conduit 
connecting to said hydrogen feed inlet adapted to allow recycling of diluent from said 
polymer slurry to said hydrogen feed. 

Huovinen et al have disclosed a loop slurry reactor 40 having a catalyst transfer 
line 36, a hydrogen addition line 44 and a product transfer line 48 - see page 13, lines 
30+; page 18, lines 1-11 and Fig. 1. Said lines 36, 44 and 48 are seen to correspond 
respectively to "catalyst feed inlet", "hydrogen feed inlet" and "polymer slurry outlet" of 
the claimed reactor. The product transfer line leads to a flash separator 50 provided 
with a line 46 for recycling hydrocarbon medium (serving as polymerization diluent), 
remaining monomer and hydrogen separated from the produced polymer particles to 
the loop reactor. As shown in Fig. 1 , line 46 connects with line 44 and thereby allows 
recycling of slurry from the product transfer line to the hydrogen addition (feed) line. 
Taken in the broadest context, the claim language "said slurry outlet having a conduit 
connecting to said hydrogen feed inlet" does not preclude indirect attachment of the 
connecting conduit to the slurry outlet via a flash separator as shown and described by 
Huovinen et al. As such, claim 15 fails to define novel structure over Huovinen et al. 
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Claims 1-13 are maintained as allowable over the prior art of record. 

In view of the new grounds of rejection, this action is made non-final. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Examiner F. M. Teskin whose telephone number is 

(571 ) 272-1 1 16. The examiner can normally be reached on Monday through Thursday 

from 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571) 272-1114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Fred M Teskin/ 

Primary Examiner, Art Unit 1796 



FMTeskin/06-07-09 
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